Eric P. Halber
9005 Holly Springs Road ● Apex, North Carolina 27539

919-491-8641 ● ephalber@gmail.com

Admitted in the District of Columbia, Louisiana, and before the U.S. Patent and Trademark Office

Summary:
20 years of all-encompassing intellectual property legal experience with top law firms and as in-house corporate counsel with Fortune 500 companies, including 13 years of patent practice and 7 years as a commercial litigator.  
INTELLECTUAL PROPERTY EXPERIENCE

Apex IP, Apex, NC 

Founder and Lead Intellectual Property Consultant  (8/10 – Present)  
Provide focused analysis and strategic planning for small to mid-sized patent portfolio owners.  Design effective enforcement and licensing programs.  Conduct searches for and negotiate with enforcement counsel.  Act as lead representative with respect to potential institutional investors.  Manage enforcement counsel and all aspects of patent enforcement program.  Identify and vet potential patent acquisition targets.  Liaise with expert technical and damages consultants.  Responsible for overall patent portfolio enforcement with an estimated value of $50-$100 million USD.
Oto Technologies, Raleigh, NC (a spin-off of Concert Technology, see below)

Corporate IP Counsel  (12/09 – 7/10)  
Member of management team reporting to CEO regarding internally generated and externally acquired intellectual property (IP) and all other corporate legal matters.  Manage the creation and protection of all internally generated and acquired IP including drafting patent acquisition and licensing agreements, reviewing invention disclosures, analyzing prior art search reports and file wrappers, preparing provisional patent applications and selecting inventions for utility patent application drafting.  Work with acquisitions team includes handling purchase negotiations, outside law firm oversight and manage all due diligence efforts with respect to potential IP target acquisitions.  Manage outside patent counsel in the preparation of U.S. and foreign patent applications.  Responsible for oversight of all IP-related enforcement litigation.  Company operations ceased in July 2010.

Concert Technology, Durham, NC

Corporate IP Counsel  (4/08 – 12/09)  
Report directly to CEO regarding internally generated and externally acquired intellectual property (IP) and all other corporate legal matters.  Manage a staff of three responsible for the creation and protection of all internally generated and acquired IP including authorizing research proposals, reviewing invention disclosures, analyzing prior art search reports, preparing provisional patent applications and selecting inventions for utility patent application drafting.  Work directly with acquisitions team to perform due diligence with respect to potential IP target acquisitions.  Manage outside patent counsel in the preparation of U.S. and foreign patent applications.  Manage all IP-related enforcement litigation.

Nortel, Research Triangle Park, NC

Corporate IP Counsel  (3/07 – 4/08)  
Corporate IP counsel for the Chief Technology Officer’s office and several business groups.  Work directly with North American and European groups of the Chief Technology Officer’s office to coordinate Nortel’s intellectual property strategy including educating engineering staff with respect to protecting proprietary rights, implementing an invention disclosure program, and assembling invention review committees.  Oversee a substantial portion of Nortel’s U.S. and foreign wireless and wire-related telecommunications patent portfolio including management of post-issuance process and annuity payment decisions.  Manage outside patent counsel in the preparation of U.S. and foreign patent applications.  Assist business law department with IP issues related to OEM contracts, licensing matters, and mergers and acquisitions.

Pitney Bowes, Shelton, CT

Corporate Counsel/Of Counsel, Intellectual Property Law Department (11/05 – 2/07)  

IP counsel for several business groups.  Responsible for all aspects of patent prosecution before the U.S. Patent and Trademark Office, the European Patent Office, and other foreign patent offices, including client correspondence, application drafting, responding to office actions, arguing appeals, drafting opinions and licensing agreements, portfolio analysis, product clearance studies and transactional responsibility.  Technologies include business methods, DSL circuits, RFID systems, mailing systems, printers, security and encryption, e-commerce, software, and networking.  In addition, handle smaller IP litigation matters as lead counsel, provide IP litigation support and oversight, and manage outside trial counsel on major IP cases.  Regularly consult with in-house commercial legal counsel on IP and technical issues related to general corporate transaction work, agreements and corporate acquisitions.
Sughrue Mion, Washington, D.C.

Associate (2/04 – 10/05; 9/98 – 5/02)  

Background


In 2002, for health reasons related to the birth of our son, my wife and I moved to Long Island, NY to be close to my wife’s parents and I joined Hoffman & Baron (see below), a top Long Island intellectual property boutique with over 30 attorneys.  I returned to D.C. in 2004 and rejoined Sughrue Mion.  

Patent Litigation Experience 


Second chair and lead trial counsel in various patent suits in federal court and before the International Trade Commission (ITC).  Handle all aspects of case management including overseeing other attorneys, paralegals and staff, drafting pleadings, motion practice, oral arguments, propounding and responding to discovery and taking, attending and defending depositions. 

Patent Prosecution Experience


Responsible for all aspects of patent prosecution before the U.S. Patent and Trademark Office (PTO) in the electrical, computer, software and mechanical arts including client correspondence, application drafting, responding to office actions, and briefing and arguing appeals.  Drafted infringement and invalidity opinions, licensing agreements and export regulation reports.  

Hoffmann & Baron, Syosset, NY (Most respected patent firm on Long Island)

Associate (6/02 – 1/04)
Responsible for all aspects of patent prosecution before the U.S. Patent and Trademark Office (PTO) in the electrical, computer, software and mechanical arts including client correspondence, inventor interviews, application drafting, and responding to office actions.  Drafted patentability and infringement opinions.  Second chair trial counsel in various patent and copyright suits in federal court.  Responsible for all aspects of case management including overseeing other attorneys, drafting pleadings, motion practice, propounding and responding to discovery and deposition preparation.
COMMERCIAL LITIGATION EXPERIENCE

Overview: Since 1991, filed more than 100 civil actions in federal court, drafted numerous pre-trial and discovery motions, participated in innumerable oral arguments before judges and magistrates, handled over 50 depositions, prepared a substantial number of cases for trial, conducted settlement negotiations on many of those cases and guided several cases through trial and appeal.

Rice Fowler, New Orleans, Louisiana (One of the top admiralty firms in the U.S.)

Associate (5/95 – 4/97)

Insurance Defense and Admiralty and Maritime practice including casualty, cargo, oil pollution, personal injury, employment law, Federal Tort Claims Act and insurance coverage disputes.  Duties covered pre-trial discovery and motion practice, trial work and handling cases on appeal in both state and federal courts. 

Phelps Dunbar, New Orleans, Louisiana (One of the top 100 commercial firms in the U.S.)

Associate (9/91 – 4/95)

Concentrating in commercial, tort and insurance litigation in an Admiralty and Maritime context.  Litigated cases in state and federal courts.  Worked three 8 to 10-hour days per week while enrolled full-time in Tulane's LL.M. Admiralty program.

ENGINEERING & PROGRAMMING EXPERIENCE
Nichols Research Corporation, Wakefield, Massachusetts

Engineer-Programmer (1/86 – 7/87)

Designed, tested and integrated a Fortran-based finite element computer program which calculated the heat signature of a  missile warhead during reentry into the atmosphere.  Worked on a four-member programming team which integrated the heat signature program with various warhead material design databases to produce a system for space-based optical surveillance.  Position required extensive hands-on computer programming and technical report drafting.

OTHER WORK EXPERIENCE
National Council of Farmer Cooperatives, Washington, D.C.

Assistant to Vice President (9/90 – 6/91)

Designed, tested and managed a personal computer network featuring downloaded satellite financial information, numerical analysis, graphical presentation and technical support for member users.

EDUCATION
University of New Orleans, New Orleans, Louisiana (05/97-12/97)

Completed the basic computer science classes required for application to Master’s program in computer science.  Course work included Software Design (Java), Structure of Algorithms (Java), Machine Structure and Assembly Language Programming, Computer Organization (digital circuit design), and Discrete Mathematics.

Tulane Law School, New Orleans, Louisiana

LL.M. in Admiralty (5/92)
Honors: American Waterways Operators Maritime Scholarship, Spring 1992.  

New England School of Law, Boston, Massachusetts

J.D. (5/90)
Class Rank:  Top 20%

Honors:
Technical Editor (Fall 1990), Staff Member (1988-89), New England Journal on Criminal and Civil Confinement.  Membership based on being in top 15% of the first year class.  Dean's List five out of six semesters (attained a 3.0/4.0 or above average).

Lafayette College, Easton, Pennsylvania

B.S. in Mechanical Engineering (6/85)
Course work included vibration theory, thermodynamics, fluid flow, computer aided design, and organic chemistry, extensive laboratory experience.  Proficient in technical report writing and computer programming

PUBLISHED WORKS AND REPORTED DECISIONS
E. Halber, Evolving Law and Rule 11, A.B.A. Admiralty Litigation News Letter (January 1997)

Ilva (USA), Inc. v. M/V Alexander's Daring, 10 F.3d 255 (5th Cir. 1993) (Appeal Counsel)

Kollmorgen Corp. v. Yaskawa Elec. Corp., 147 F.Supp.2d 464 (W.D. VA 2001) (Patent, 2nd Chair)
Carefree Trading, Inc. v. Life Corp., 83 F.Supp.2d 1111 (D. AZ 2000) (IP, Lead Pat. Counsel)

Kollmorgen Corp. v. Yaskawa Elec. Corp., 169 F.Supp.2d 530 (W.D. VA 1999) (Patent, 2nd Chair)

Olsher Metals Corp. v. M/V Agios Andreas, 982 F.Supp. 402 (E.D. LA 1997) (2nd Chair)

Mitsui v. National Marine, 1997 U.S. Dist. LEXIS 14681 (E.D. LA 1997) (2nd Chair)

Columbia Gulf Transmission Co. v. U.S., 966 F.Supp. 1453 (S.D. Miss. 1997) (2nd Chair)

E.N. Bisso v. One Survey Boat, 1996 U.S. Dist. LEXIS 18568 (E.D. LA 1996) (Lead Counsel)

Albany Ins. Co. v. Ngo Van Nguyen, 1996 U.S. Dist. LEXIS 11023 & 1810
(E.D. LA 1996) (2nd Chair)

Cargill Ferrous Int’l v. M/V Anatoli, 935 F.Supp. 833 (E.D. LA 1996) (2nd Chair)

Smit Int’l B.V. v. Panama Canal Comm’n,  1995 U.S. Dist. LEXIS 7602 (E.D. LA 1995) (2nd Chair)

Humphreys v. HAL Antillen, 1994 A.M.C. 1794 (E.D. LA 1994) (2nd Chair & Appeal Counsel)
HOBBIES AND INTERESTS

Single-handed Big-boat Sailing, Backyard Astronomy, Alternative Energy and Amateur Radio.
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